
} In The Winery • March - April 2013 

Obtaining A CO~A Is Not Eno~,~ ~ 
To Ensure The RIght To Use A.MIlJJ. 

~ . By David Hoffman 

P roviders of goods and services often use descriptive 
terms, including geographic te rms or place names, to 
infonn consumers aboll t the origin, nat ure, or quality of 

their goods and services. Napa Va lley is without a doubt one 
of the most recogni zed and highly regarded viticu ltural regions 
in the United Stales . So it is no surprise (hal wineries would 
go to great lengths to associate the ir wine Wilh Ihe Napa 
Va llcy appellalion, even if lhe ir wine does nol tru ly originate 
fro m there. Unfortunately for the Bronco \Vine Company. 
their efforts (0 use the te rm "Napa" in the ir tradcmarks "Napa 
Ridge" and "Napa Creek Wine ry" were deemed to mi slead 
consumers. 

CASE STUDY 
Bronco Wine Company el al. 

vs. 
Jerry R . Jolly, as Direclor, clc. , el al. 

Bronco Wine Company spec ia lized in premium wines at 
affo rdable prices. Among Bronco's brands were Napa Ridgc 
and Napa Creek Winery which were acquired by Bronco from 
prior owners. The prio r owners used Napa grown grapes for 
thei r wi nes , and obtained cert ificates of labe l approval 
(COLA) from the Bureau of Alcohol . Firearms . and Tobacco 
(BATF) for Napa Ridge and Napa Creek Winery. A COLA is 
a cert ificate of label approval issued by the BATF Ihat autho ~· 

izes the bottling or packag ing of wine under an approved 
labe l. No wine may be bottled . sold. or shipped without first 
obtaining a COLA. 

Bronco purchased the Napa Ridge and Napa Creek Winery 
tfi.ldemarks and labels and continued to use them. Bronco bot· 
ti ed some of its wines in Napa, but stopped using grapes from 
Napa. The BATF issued COLAs 10 Bronco's wines using the 
Napa Ridge and Napa Creek Winery marks as long as the true 
appellation of origin of the grapes used in making the wine 
appeared somewhere on the label. Thi s was the case even 
though not one single grape used in Bronco's wines grew from 
a vine located in Napa Valley. 

To address wine companies such as Bronco using "Napa" in 
their trademarks or thei r appe llation wilhollt using Napa 
grapes . the Califom ia legislature enacted California Busi ness 
and Professions Code ("Cal. B&I'"') §2524 1. This sec tion pro
hib its a brand name from lIs ing the word "Napa" or the name 
of any federally recognized viticultural region within Napa 
County, on the label or elsewhere if the wine was produced , 
bottled , labeled , or offered for sale in California. unless at least 
75% of the grapes used to make the wi ne are from Napa 
County, or 85% of the grapes used to make the wine are from 
a viticultural region within Napa County. This Ca lifornia law 

~ " 
went above and beyond a similar federal law prcviOu Sly~_n' .. -.. .......-: 
place, which Bronco avoided due to a grandfather proViSIOIl i\. 
With the "Napa" labeling of its admitted ly non-Napa wines \1\ 
being threatened, Bronco challenged (he the California law. L 

, 
REVIEW t 

Trademark law wi ll prolccl a word or phrase depending. on 
where it fa lls on the following spectrum: generic , descrip!ive, 
suggesti ve, or arbitrary/fanc iful. Suggestive or arbitrary/(anci
ful marks are considered inhe rently distinctive tradema rks that 
arc immediately protec tablc. Arbitrary marks are ex isting 
words or phrases that have nothing to do with the goods, c .g., 
\VATERFALL for a wine. Fanciful marks arc made up terms, 
e.g., SONAP. Sugges tive marks have some remote connection 
to the goods, but still do not g'ive away what the goods arc or a 
quality of the goods. OCEAN for pools has some relation to 
pools in that they both contain water, but OCEAN does not 
describe a characteris ti c or quality of pool s. 
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By contras t, Generic terms can never be a trademark (e.g., 

"Corkscrew Co." for corkscrews). Descript ive terms desc ribe 
a quality or characterist ic of the goods. Descriptive terms ini
tially are not protectable. After sufficien t time, advertis ing 
and/or sales, they can es tablish "secondary meaning" and 
become protec tablc. "Secondary meaning" refers to consumers 
seeing the term as a trademark (an indication of source) and 
not as a descript ion of a quality of the goods. Geographic 
terms such as using "Napa Vallcy". are considered a form of 
desc ri ptive mark. Therefore, protection of a geographic mark 
requires the user to establish "secondary mean ing." 

Bronco had secondary meaning in "Napa Ridge" and "Napa 
Creek Winery." However, the user must also consider state and 
federal statutes concerning geographic names. This is true 
even if a user is granted a COLA from BATF approvi ng such 
use, as Bronco found out the hard way. In enac ting Cal. B&P 
§2524 1, the California legislature felt strongly that the misuse 
of the word "Napa" in trademarks warranted a specific state 
law regulating use of the valuable name. 

Bronco challenged §2524 10n several grounds, including 
arguing that the state law infringed on its First Amendment 
right to free speech. The Appell ate Court rejected Bronco's 
argument on the ground that Bronco's use of the word "Napa" 
rendered its speech inheren tly misleading since its wine did 
not originate from Napa. 
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Bronco's also argued that §2524 l impinged on the fede ral 
government 's authority in regulating interstate commerce. 
Bronco was unsuccessful here as wel l. The Court concluded 
that California's legitimate interest in protecting the value of 
the Napa appellat ion, as well as protecting its consumers from 
misleading product labe ling, outwe ighed any incidental 
impingements upon federal law. 

Ultimately, Bronco los t its challe nge. However, the Cou rt 's 
ruling did not prohibit Bronco from using the "Napa Ridge" 
and "Napa Creek Winery" names altogether. The Court s im
ply said that if you' re going to use these names, you' d better 
be telling the truth ! 

CONCLUSION 

If your trademark incorporates a geographic region or 
desc ribes a quality of the goods, be aware of the implications 
and protectability of such usage. These marks , while appealing 
from a marketing standpoint , can be d ifficult to protect, espe
c iall y early in their li fe. Moreover, if using a geographically 
descriptive mark, it should be accurate and not misdescriptive. 
Further, it is importan t to comply with all app licable state and 
federal laws. Obtaining a COLA do~s not ensure that you 
have a va lid trademark. -
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